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3UHVHQW�SRVLWLRQ 

 
/RFDO�SRVLWLRQ 

1.1 3URWHFWLRQ�RI�FRPPXQLFDWLRQ�EHWZHHQ�FOLHQWV�DQG�,3�SURIHVVLRQDOV�

The Federal Law on Patent Attorneys of March 20, 2009 (BBl 2009, pages 2013 ff.) will enter 
into force on January 1, 2011 (PAG). According to Article 10 PAG patent attorneys and their 
assistants will be subject to the same protection of professional secrecy as lawyers as of 
January 1, 2011. Article 321 point 1 first sentence of the Federal Criminal Code (FCC) (SR 
311.0) and Article 171 para 1 of the Law of Criminal Procedure (BBl 2007, pages 6977 ff.) are 
amended accordingly. The protection emanating from Article 321 FCC has not been applied to 
in-house lawyers by jurisprudence. 

The Swiss Law on Civil Procedure of December 19, 2008 (BBl 2009, pages 24 ff.) (LCP) will 
enter into force on January 1, 2011. It will replace the Law on Federal Civil Procedure of 
December 4, 1947 and the 26 existing Cantonal Laws on Civil Procedure. According to Article 
156 LCP the courts are bound to protect business secrets. According to Article 160 para 1 lit. 
b LCP, documents related to correspondence with the attorney need not be produced. The 
provision has not been extended to patent attorneys. However, patent attorneys may refuse to 
produce documents based on Article 163 para 1 lit. b and Article 166 para 1 lit. b LCP 



because the breach of confidentiality would be punishable under the amended Article 321 
Federal Criminal Code. The communication with in-house lawyers and patent attorneys is 
protected by Article 156 LCP. 

1.2 3URWHFWLRQ�RI�FRPPXQLFDWLRQV�EHWZHHQ�FOLHQWV�DQG�WKLUG�SDUWLHV�

The answer to this question is complex. If the technical expert is a lawyer or patent attorney, 
the communication is protected by the legal provisions stated under point 1.1 above. 
Otherwise the client would have to invoke Article 156 LCP concerning protection of business 
secrets (in general). 

1.3 3URWHFWLRQ�RI�FRPPXQLFDWLRQV�EHWZHHQ�ODZ\HUV�SDWHQW�DWWRUQH\V�DQG�WKLUG�SDUWLHV�VXFK�
DV�WHFKQLFDO�H[SHUWV�

These communications are protected under Article 321 point 1 first sentence Federal Criminal 
Code (as amended) and enjoy, therefore, the privilege of Article 163 para 1 lit. b and Article 
166 para 1 lit. b LCP. 

2YHUVHDV�FRPPXQLFDWLRQV�

1.4 3URWHFWLRQ�RI�FRPPXQLFDWLRQ�ZLWK�RYHUVHDV�SURIHVVLRQDO�

Communications between local IP professional and overseas IP professionals are protected 
under the legal provisions stated in section 1.3 above. The law on patent attorneys is only 
applicable to persons that give advice or represent clients in patent matters in Switzerland 
(Article 1 para 2 PAG). The communications between Swiss clients and foreign patent 
attorneys are presumably only protected as business secrets under Art. 156 LCP, and not 
under Article 10 PAG unless the advice is given in Switzerland. 

1.5 6FRSH�RI�SURWHFWLRQ�

The full protection emanating from Article 321 FCC is applicable to independent lawyers and 
patent attorneys doing business in Switzerland. It is presumably also applicable if patent 
attorneys give advice in design or trademark matters. The activities of persons that instruct 
exclusively trademark and design matters would fall outside the scope of Article 1 para 2 PAG 
and Article 321 FCC. Since the new legislation is not yet in force and there is no 
jurisprudence, no reliable opinion can be expressed on issues not specifically regulated. 

/LPLWDWLRQV�DQG�H[FHSWLRQV 

1.6 /LPLWDWLRQV�

For the protection based on Article 321 Federal Criminal Code there is basically no exception. 
It is, however, held to be inapplicable to in-house lawyers by jurisprudence. For trade and 
business secrets protected by Article 156 LCP and by substantive law provisions such as 
Federal Code of Obligations of March 30, 1911 (CO) (SR 22), Article 321a (employment), 
Article 418 lit. d (agency), Articles 697 and 730 (corporation), and Article 857 (cooperative) 
and Law against unfair Competition of December 19, 1986 (LUC) (SR 241), Article 6, there are 
exceptions in particular in connection with criminal investigation or overriding public or party 
interest. In connection with criminal law investigation the right to withhold information is 



narrowly defined. According to Article 171 para 1 Law of Criminal Procedure professional 
secrets are only protected within the framework of Article 321 FCC. The exception for public or 
overriding third party interest is complex because there is no single provision of law that may 
be invoked. The practical importance is limited. 

4XDOLW\�RI�SURWHFWLRQ�
/RFDO�FRPPXQLFDWLRQV�

1.7 4XDOLW\�DSSUDLVDO�RI�SURWHFWLRQ�

(i) Communication between clients and IP professionals: With respect to independent 
lawyers and patent attorneys, the protection is excellent (Art. 321 FCC). With respect to 
pure trademark agents and in-house lawyers (and presumably patent attorneys as well), 
the protection is relatively weak (Article 6 Law against unfair Competition, Article 156 
LCP). 

(ii) Communication between clients and third party experts other than patent attorneys or 
lawyers: Relatively weak protection by substantive law (e.g. Article 6 Law against unfair 
Competition and Article 156 LCP). 

(iii) Communication between independent lawyers or IP professionals and third parties, e.g. 
experts: Protection is excellent (Article 321 FCC). 

&RPPXQLFDWLRQV�ZLWK�RYHUVHDV�,3�DGYLVHUV�

1.8 The protection of communication between independent local lawyers or IP professionals and 
overseas IP professionals is excellent based on Article 321 FCC. The protection of 
communication between clients as well as in-house lawyers (and presumably patent agents) 
and overseas IP professionals is weaker (Article 156 LCP and Article 6 of the Law against 
unfair Competition). 

 

��� 5HPHGLHV�
 

/LPLWDWLRQV�
7HVWV�VXFK�DV�WKH�
GRPLQDQW�SXUSRVH
�WHVW��

2.1 Switzerland has two standards of protection: 

(i) The protection under Article 321 Federal Criminal Code (FCC) extends to all information 
to which the lawyer or patent attorney becomes privy in the exercise of his profession. 
There is no restriction that would exclude any kind of document (provided it is linked to 
the exercise of the profession). 

(ii) The protection under Article 156 LCP looks exclusively at the document. If it contains a 
business secret, it is protected, otherwise not. 

2.2 Based on the above, there is no need for a further standard and in particular not for a further 
limitation. 



-XGLFLDO�GLVFUHWLRQ�WR�GHQ\�SURWHFWLRQ 

2.3 There should be no discretion. 

2.4 It is difficult to imagine a situation where the disclosure of secrets is necessary to render 
justice. What is conceivable is a rule that a judge may ask a party to disclose a secret 
protected by Article 156 LCP to the judge alone in order to facilitate the rendering of justice (in 
arbitration protected evidence is sometimes disclosed to the attorney of the opposite party – 
under agreement of confidentiality). An exception addressed to the lawyer or IP professional 
for secrets protected by criminal law under Article 321 FCC is not conceivable at all. 

2.5 In civil procedure the judge may ask the SDUWLHV (not the lawyers or IP professionals) to 
disclose documents deemed secret under assurance of preservation of secrecy to the court. 

4XDOLILFDWLRQV�UHTXLUHG�RI�,3�DGYLVHUV 

2.6 There is no opposition against this standard. However, it should be pointed out that under 
Swiss law only patent attorneys enjoy the protection of professional secrets like lawyers. 
There is no corresponding protection for pure design or trademark agents. 

2.7 Not applicable. 

2.8 The new law concerning patent attorneys describes the heavy conditions to be met in order to 
be allowed to use the title "Patent attorney". It is somewhat extraordinary that lawyers 
specialized in IP may not call themselves "Patent Attorney" (Article 2 LPA). Only people with a 
title in engineering or natural science may qualify as "Patent Attorney". If registered with the 
European Patent Office, however, lawyers may call themselves "European Patent Attorney". 
The new law concerning patent attorneys (PAG) is applicable to all persons giving advice or 
acting as agent in patent matters who qualify to bear the title of "Patent Attorney" or "European 
Patent Attorney" (Article 1 LPA). There are thus no patent attorneys without qualification 
protected by the new legislation. 

6FRSH�RI�SURWHFWLRQ�DJDLQVW�IRUFLEOH�GLVFORVXUH�±�GLIIHUHQFH�EHWZHHQ�ODZ\HU�FOLHQW�DQG�
OLWLJDWLRQ�SULYLOHJH�

2.9 There should be no limitation to the protection of information with which lawyers or patent 
attorneys have been entrusted. Otherwise there is no opposition in principle to the proposed 
concept. 

2.10 Not applicable. 

2.11 Yes. 

2.12 None 

([FHSWLRQV�DQG�ZDLYHUV 

2.13 No. If the aim is to harmonize the protection, the exceptions have to be harmonized as well. 
That means that if in any given country the exceptions presently granted by the applicable law 
exceed the concept underlying the harmonisation, the law has to be changed within a period 
of grace. 



2.14 Yes, of course. 

2.15 We doubt whether Article 30 TRIPS is of any help. If it is agreed that harmonisation of 
protection by necessity requires a harmonisation of exceptions as well, it will be necessary to 
define the exceptions allowed (in as general terms as possible) for each category of 
protection. 

2.16  Since the law enters into force on January 1, 2011, there is no case law yet. 

 

7KH $,33,�SURSRVDO�FRPSDUHG�ZLWK�WKH�DOWHUQDWLYH�GHVFULEHG�LQ�6HFWLRQ���DERYH�

2.17 The AIPPI proposal would be more effective and merits priority. 

 

3URSRVDOV�IURP�WKH�6ZLVV�*URXS�

2.18 In Switzerland the introduction of the Federal Law concerning Patent Attorneys is definitely a 
big step forward. The open questions in Switzerland are: 

(i) the protection of trademark agents and trademark and design matters, 

(ii) the protection of in-house lawyers and in-house patent attorneys by jurisprudence. 

(The application of Article 321 Federal Criminal Code and the protection resulting from it to in-
house lawyers and in-house patent attorneys is not excluded by the text of the law. The non-
applicability results from its interpretation by jurisprudence.) On an international level matters 
are complicated enough without the confusion a further proposal is likely to create. 

2.19 There are no further comments. 

2.20 There may be a conflict with the present interpretation of the scope of Article 321 FCC in 
Switzerland according to which the protection does not apply to in-house lawyers. It would 
require a further in-depth analysis to determine if and in what respect the text of the national 
legislation would need to be amended. Whenever Switzerland adheres to a treaty, the 
implementation usually takes the form of an act of law in connection with which relevant 
provisions of national laws are amended, if necessary. 

 

)LQDO�UHPDUN��7KH�6ZLVV�*URXS�GLG�QRW�\HW�KDYH�DQ�RSSRUWXQLW\�WR�IRUPDOO\�DSSURYH�WKH�DERYH�
UHSRUW�\HW��
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